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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1-3, in the reply 
filed on April 17, 2009 is acknowledged. Claims 1-5 are pending of which claims 1-3 are 
now under consideration. 

Specification 

2. The Specification refers to the claims and what is recited in each claim 
and such reference to the claims by claim number in the body of the Specification is 
improper. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites "a resin substrate having a resin-metal composite layer that 
metallic particles are dispersed in a resin matrix at a surface of the resin substrate". The 
language of claim 1 is awkward and ambiguous. However, for purposes of examination, 
the Examiner has interpreted claim 1 to recite a resin substrate having a resin-metal 
composite on the surface of the resin substrate and wherein the resin-metal composite 
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layer comprises metallic particles dispersed in a resin matrix. Appropriate amendment 
or clarification is required. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-3 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a resin substrate having a resin-metal composite 
on the surface of the resin substrate and wherein the resin-metal composite layer 
comprises 20 to 90% by volume of metallic particles dispersed in a resin matrix and has 
a thickness of 20 to 2000 nm, does not reasonably provide enablement for a resin 
substrate having a resin-metal composite on the surface of the resin substrate and 
wherein the resin-metal composite layer comprises metallic particles dispersed in a 
resin matrix. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims. 

Paragraph [0022]- [0024] of the Specification filed on January 20, 2006 state that 
"the concentration of metallic particles in the resin-metal composite layer varies 
according to the type of resins and metals or features objecting at. Generally it belongs 
from 20 to 90 % in volume. When the concentration is less than 20 volume %, it is 
difficult to achieve the features of conductivity, abrasion resistance and the like. While 
when the concentration is more than 90 % in volume, the characteristics of the resin 
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tend to disappear. Moreover, when a resin-metal composite layer is utilized as a clear 
conductive layer, for instance, transparent or semi-transparent resin substrates such as 
polycarbonate resin, PMMA resin and AS resin can be employed to form a resin-metal 
composite layer. In the resin matrix of the surface of the resin-metal composite layer, 
the particles of a conductive metal such as Au, Ag and Cu homogeneously disperse in 
the range of 20 to 70 volume %. When the concentration of the metallic particles is over 
70 % in volume, depending on the thickness of the resin-metal composite layer, 
translucency is decreased, so it is not preferable. It is preferable that a resin-metal 
composite layer is formed in the range of 20 to 2000 nm in thickness. To ensure the 
translucency, it is preferable that the thickness is 200 nm or less than 200 nm. When 
the thickness is less than 20 nm, it is difficult to achieve the features of conductivity and 
abrasion resistance, and when it is over 2000 nm, the characteristics of the resin 
disappear. Further, for giving electric conductivity, depending on the concentration of 
metallic particles, it is preferable that it is over 50 nm in thickness". 

Hence, the above-mentioned portions of the Specification indicate that the 
concentration of the particles and the thickness of the resin-metal composite layer are 
critical to the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Matsufugi et al. (US 2002/0018886 A1). 

Matsufugi et al. disclose a hard coat film comprising; a transparent support; and 
a hard coat layer thereon; the hard coat layer containing surface-treated inorganic fine 
particles and a crosslinked binder polymer (Abstract). The hard coat film is formed by 
providing a specified hard coat layer on a transparent support. It is preferable to use a 
plastic film as the transparent support, and more preferable to use a transparent 
support film comprising a polyester film (Paragraph 0045). The hard coat layer has the 
function of introducing abrasion resistance to the transparent support and comprises a 
specified hard coat layer on a transparent support (paragraph 0093). The hard coat 
layer contains a crosslinked polymer. The hard coat layer containing a crosslinked 
polymer can be formed by coating a coating liquid containing a radiation polymerizable 
polyfunctional compound and polymerization initiator on a transparent support and 
polymerizing the radiation polymerizable polyfunctional compound (paragraph 0094). 
With regard to the inorganic fine particles, those having high hardness are preferred, 
and inorganic particles having a hardness of at least 6 on the Mohs scale are more 
preferred. For example, particles of silicon dioxide, titanium dioxide, zirconium oxide, 
aluminum oxide, tin oxide, calcium carbonate, barium sulfate, talc, kaolin and calcium 
sulfate are included. Among the above-mentioned particles, particles of silicon dioxide, 
titanium dioxide, aluminum oxide and zirconium oxide are particularly preferred 
(paragraph 100). The thickness of the hard coat layer is desirably 2 to 30 microns, 
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(paragraph 169). All limitations of claims 1-3 are disclosed in the above reference. 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to SHEEBA AHMED whose telephone number is 
(571)272-1504. The examiner can normally be reached on Monday-Friday from 8am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on (571 )272-1 1 23. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Sheeba Ahmed/ 

Primary Examiner, Art Unit 1794 



